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The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )E3 Responsive to communication(s) filed on 18 June 2003 . 
2a)D This action is FINAL. 2b)03 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) K Claim(s) 433-461 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) KI Claimfe) 449-461 is/are allowed. 

6) lEl Claim(s) 433.437-443.447 and 448 is/are rejected. 

7) [X] Claim(s) 434-436 and 444-446 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 1 )Q The proposed drawing correction filed on is: a)D approved b)Q disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)D All b)Q Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) CD Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) CI Notice of Informal Patent Application (PTO-152) 

3) 03 Information Disclosure Statement(s) (PTO-1449) Paper No(s) 17 . 6) □ Other: 
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DETAILED ACTION 

Response to Remarks 

1. Applicants 1 arguments and amendments, filed on 6/18/03, have been approved 
and entered. They have been fully considered but they are not deemed to be 
persuasive. Rejections and/or objections not reiterated from previous office actions are 
hereby withdrawn. The following rejections and/or objections are either newly applied 
or reiterated. They constitute the complete set presently being applied to the instant 
application. 



Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) do not apply to the examination of this application as the application 
being examined was not (1 ) filed on or after November 29, 2000, or (2) voluntarily 
published under 35 U.S.C. 122(b). Therefore, this application is examined under 35 
U.S.C. 102(e) prior to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 



3. Claims 433, 437-443, 447, 448 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Yguerabide et al. (6,214,560). 



The applicants have the arguments that the reference does not teach a method 
for separating out one or more types of selected nucleic acids from a sample via 
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aggregation and precipitation of nanoparticle-based complexes. This is not convincing 
because Yguerabide teaches that two or more unique single-stranded "probe" nucleic 
acid sequences are added to a sample where these different probes bind to different 
regions of the target strand. Each of these probes has attached to one or more 
particles (col. 74). Further, the particles can form different types of aggregates that 
can be detected visually or instrumentally in a microscope or through macroscopic 
observation or measurements without having to separate free from analyte bound 
particles. As the number of particles in a submicroscopic aggregate increases, the 
aggregate can be seen as an enlarged particle or large particle even though the 
individual submicroscopic particles in the aggregate may not visible through the 
microscope. In the case of microscopic aggregates, increase in the number of particles 
in the aggregate produces visible networks and the particles in the network can be 
counted. Large networks and particle aggregates produce macroscopic entities that can 
be observed with the unaided eye and can form precipitates or agglutinates, (col. 71- 
73). Further Yguerabide does not specifically states the words recognition 
oligonucleotides but it is stated in the reference, methods of attachment of substances 
to particles and other surfaces. In these methods of attaching substances to particles or 
other surfaces, a two step approach which involves the use of base material molecules 
is used. The base molecule they have prepared are two different types of particle- 
binding agent reagents. One reagent contains biotin groups as binding agents and the 
other particle-binding agent reagent was made to contain single-stranded nucleic acids 
as binding agents. Such binding agents are viewed to be probes and said probes are 
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therefore used to detect targets. And as stated in the reference, said probes can bind to 
different regions of the target strand. Which are viewed to be inclusive of the 
recognition oligonucleotide of the instant invention as defined in page 22, lines 2-6. 

4. Claims 434-436 and 444-446 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 

5. Claims 449-461 are allowed. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jezia Riley whose telephone number is 703-305-6855. 
The examiner can normally be reached on 9:30AM - 5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on 703-308-1 119. The fax phone number for 
the organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 



0196. 



RILEY 
PRIMARY EXAMINER 
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